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INTRODUCTION TO MODULE:
In today's global�sed economy, trademarks play a cruc�al role �n the brand�ng and
�dent�ty of bus�nesses. A trademark �s a symbol, word, phrase, des�gn, or comb�nat�on
thereof that �dent�f�es and d�st�ngu�shes the source of goods or serv�ces of one party
from those of others. Trademarks are not only p�votal �n establ�sh�ng brand �dent�ty
but also �n protect�ng a company's reputat�on and customer base. The process of
obta�n�ng trademark r�ghts �s therefore a fundamental step for any bus�ness seek�ng
to secure �ts brand and prevent unauthor�sed use by others.

Th�s educat�onal module, t�tled "Obta�n�ng Trademark R�ghts", �s des�gned to prov�de a
comprehens�ve understand�ng of the trademark reg�strat�on process. It w�ll cover the
essent�al steps �nvolved, from the �n�t�al concept of a trademark to �ts off�c�al
reg�strat�on and enforcement. Whether you are a bus�ness owner, a legal profess�onal,
or a student of �ntellectual property law, th�s module a�ms to equ�p you w�th the
necessary knowledge to nav�gate the complex�t�es of trademark acqu�s�t�on.

Trademarks are protected under both nat�onal and �nternat�onal law, �n th�s case, we
are go�ng to explore trademarks �ns�de the European scope. The s�gn�f�cance of
obta�n�ng trademark r�ghts cannot be overstated. Trademarks help �n bu�ld�ng brand
loyalty and trust among consumers, thereby contr�but�ng to the long-term success of
a bus�ness. They also serve as valuable bus�ness assets that can apprec�ate over t�me
and be l�censed or sold. However, the path to secur�ng these r�ghts �nvolves careful
plann�ng, adherence to legal requ�rements, and strateg�c management. In the
follow�ng sect�ons, we w�llgo through each aspect of the trademark reg�strat�on
process, prov�d�ng pract�cal �ns�ghts and gu�del�nes to ensure that you can effect�vely
obta�n and protect your trademark r�ghts.
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The object�ves that students are expected to reach after go�ng through th�s educat�onal
module on obta�n�ng trademark r�ghts �nclude the follow�ng: 

1. Understand�ng the def�n�t�on of trademarks and the�r �mportance: Learners w�ll
explore the fundamental concept of trademarks, �nclud�ng how they funct�on as
symbols. They w�ll also have �ns�ghts �nto the cr�t�cal role trademarks play �n bu�ld�ng
brand recogn�t�on, loyalty, and trust among consumers.

2. D�fferent�at�ng between var�ous types of trademarks: Th�s object�ve covers the
d�fferent categor�es of trademarks such as word marks, des�gn marks, serv�ce marks,
and collect�ve marks. Learners w�ll understand how each type serves d�st�nct purposes
and prov�des un�que advantages �n protect�ng �ntellectual property.

3. Know�ng strateg�es to avo�d common p�tfalls: Learners w�ll be equ�pped w�th
pract�cal strateg�es to nav�gate common challenges �n the trademark select�on process.
Th�s �ncludes understand�ng potent�al confl�cts w�th ex�st�ng trademarks, and ensur�ng
d�st�nct�veness.

4. Recogn�z�ng the character�st�cs of a strong trademark that enhances brand
�dent�ty and legal protect�on: Th�s learn�ng goal focuses on �dent�fy�ng key qual�t�es of
effect�ve trademarks, such as d�st�nct�veness or relevance for consumers. The students
w�ll understand how strong trademarks contr�bute to robust legal protect�on and a
compell�ng brand �mage.

5. Ga�n�ng �ns�ghts �nto the procedures and best pract�ces for ma�nta�n�ng trademark
r�ghts over t�me: Pup�ls w�ll learn best pract�ces for mon�tor�ng and enforc�ng
trademark r�ghts to ensure long-term protect�on and value.

LEARNING OBJECTIVES:

Project Number: 2023-1-TR01-KA210-YOU-000162088
Funded by the Erasmus+ Program of the European Un�on. However, European Comm�ss�on and Turk�sh Nat�onal Agency

cannot be held respons�ble for any use wh�ch may be made of the �nformat�on conta�ned there�n



1. Introduct�on to the trademarks.

A trademark �s a s�gn capable of d�st�ngu�sh�ng the goods or serv�ces of one enterpr�se
from those of other enterpr�ses. Trademarks are essent�al tools for bus�nesses to
create a un�que �dent�ty �n the marketplace and bu�ld brand recogn�t�on. They can
cons�st of words, logos, symbols, sounds, or a comb�nat�on of these elements.
Naturally, you’re all aware of N�ke. N�ke, the name �tself, �s a trademark. The logo, the
swoosh, �s also a trademark, and then the tagl�ne, “Just do �t”, �s a trademark �tself. So,
let’s talk for a second about what �s not a trademark. A trademark �s not a patent or a
copyr�ght. A patent would be �f you had an �nvent�on, a new technology of some sort that
you wanted to protect, and protect that actual �nvent�on from be�ng cop�ed by others. A
copyr�ght protects a work of art.

1.1. Types of trademarks

The c�rcled R (®), small cap�tal TM (™), and small cap�tal SM (℠) symbols can all be used.
The ® symbol �s only used after reg�strat�on, wh�le ℠ and ™ can be used dur�ng the
appl�cat�on process for protect�on under common law.

The reg�stered trademark symbol (®) means that the product �n quest�on �s
reg�stered �n that spec�f�c country. Th�s prov�des the most protect�on granted to a
reg�stered trademark. It �s a s�gn for consumers to tell them that the product �s
trustworthy and reg�stered, and can d�ssuade r�vals from copy�ng your protected
asset. In �ts most bas�c form, �t acts as a s�gnal for consumers to trust �t's the r�ght
product and deters compet�tors from �nfr�ng�ng on your brand.
A trademark symbol (™) �s used as a symbol to represent products such as cloth�ng
or sunglasses. Th�s symbol s�gn�f�es that you are stak�ng ownersh�p of that mark
and may d�scourage others from us�ng �t. Moreover, the TM symbol can grant the
user common law trademark protect�ons. Th�s symbol should be used wh�le wa�t�ng
for your appl�cat�on to be rev�ewed by the USPTO to secure federal reg�strat�on.
Serv�ce mark symbol (SM), �s an abbrev�at�on for serv�ce mark. Serv�ce marks
d�fferent�ate serv�ces from goods. One �llustrat�on �s Josh's ownersh�p of Gerben IP,
a legal pract�ce. He prov�des legal serv�ces and would thus have the SM serv�ce
mark.

TRAINING CONTENT
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As we have already ment�oned, trademarks play a cruc�al role �n d�st�ngu�sh�ng the
goods and serv�ces of one bus�ness from those of another. They serve as a badge of
or�g�n, ensur�ng that consumers can �dent�fy the source of a product or serv�ce. Var�ous
types of trademarks ex�st to cater to the d�verse ways �n wh�ch bus�nesses and
organ�sat�ons w�sh to present the�r �dent�ty and brand�ng to the publ�c:

Word Marks: These are trademarks that cons�st solely of words or letters. They do not
�nclude any spec�f�c des�gn or graph�cal elements. For example, "N�ke" �s a word mark.

F�gurat�ve Marks: These �nclude logos, des�gns, or �mages that do not conta�n words.
The Apple logo �s an example of a f�gurat�ve mark.

Comb�ned Marks: These trademarks �nclude both words and �mages. For example, the
Starbucks logo, wh�ch �ncludes both text and a graph�c, �s a comb�ned mark.

Three-D�mens�onal Marks: These are trademarks that cons�st of the three-d�mens�onal
shape of goods or the�r packag�ng. An example �s the d�st�nct�ve shape of the Coca-Cola
bottle.

Sound Marks: These cons�st of a spec�f�c sound that d�st�ngu�shes the serv�ces or
products of a company. The MGM l�on roar �s a famous sound mark.

Colour Marks: These are spec�f�c colours used �n relat�on to a product or serv�ce, wh�ch
can act as a trademark �f they have acqu�red d�st�nct�veness. For example, T�ffany &
Co.'s use of a spec�f�c shade of blue.

Mot�on Marks: These are mov�ng logos or an�mat�ons that act as trademarks.

Pos�t�on Marks: These are trademarks appl�ed to a spec�f�c pos�t�on on a product, such
as the red tab on the pocket of Lev�'s jeans.

Mult�med�a Marks: These cons�st of a comb�nat�on of �mages and sound.
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1.2. Benef�ts of reg�ster�ng a trademark

Reg�ster�ng a trademark offers a mult�tude of benef�ts that s�gn�f�cantly enhance a
bus�ness's legal stand�ng and market presence. One of the pr�mary advantages �s the
exclus�ve r�ghts granted to the trademark owner. These r�ghts ensure that the owner
has the sole author�ty to use the trademark �n connect�on w�th the goods or serv�ces for
wh�ch �t �s reg�stered, thereby prevent�ng compet�tors from us�ng a s�m�lar mark that
could potent�ally confuse consumers. Th�s exclus�v�ty �s v�tal �n ma�nta�n�ng a d�st�nct
�dent�ty �n the marketplace. Legal protect�on �s another cr�t�cal benef�t of trademark
reg�strat�on. W�th a reg�stered trademark, the owner can pursue legal act�on aga�nst any
unauthor�sed use or �nfr�ngement. Th�s legal recourse �s essent�al for defend�ng the
brand’s �ntegr�ty and prevent�ng m�suse that could harm �ts reputat�on. Add�t�onally, the
ab�l�ty to d�splay the ® symbol next to the trademark serves as a publ�c not�ce of �ts
reg�stered status, further deterr�ng potent�al �nfr�ngers.

Brand recogn�t�on and consumer trust are s�gn�f�cantly bolstered through trademark
reg�strat�on. A reg�stered trademark conveys a message of rel�ab�l�ty and qual�ty, wh�ch
can lead to �ncreased customer loyalty. Th�s recogn�t�on �s cruc�al �n d�fferent�at�ng
products or serv�ces �n a crowded market, ensur�ng that consumers can eas�ly �dent�fy
and trust the brand. Moreover, reg�ster�ng a trademark secures a compet�t�ve pos�t�on
�n the market. It helps establ�sh and protect the brand's presence, mak�ng �t more
challeng�ng for compet�tors to erode �ts market share. Th�s secur�ty �s not just nat�onal
but can also extend globally through �nternat�onal treat�es l�ke the Madr�d Protocol,
allow�ng for trademark protect�on �n mult�ple countr�es w�th a s�ngle appl�cat�on.

Trademarks also represent valuable bus�ness assets. Over t�me, a trademark can
apprec�ate �n value, contr�but�ng s�gn�f�cantly to the overall worth of the bus�ness. Th�s
value can be leveraged �n var�ous ways, such as through l�cens�ng agreements, wh�ch
can create add�t�onal revenue streams. L�cens�ng the trademark allows other
bus�nesses to use �t under spec�f�c cond�t�ons, help�ng expand the brand’s reach and
recogn�t�on. Add�t�onally, the process of reg�ster�ng a trademark helps �n avo�d�ng future
legal d�sputes. Conduct�ng a thorough search and reg�ster�ng a trademark reduces the
r�sk of unknow�ngly �nfr�ng�ng on an ex�st�ng trademark, wh�ch can lead to costly legal
battles and the potent�al rebrand�ng of products or serv�ces. Lastly, ma�nta�n�ng and
renew�ng a reg�stered trademark �s stra�ghtforward, typ�cally requ�r�ng renewal every
ten years. Th�s long-term protect�on ensures that the trademark owner can
cont�nuously benef�t from the�r exclus�ve r�ghts and ma�nta�n the�r brand's �dent�ty �n
the market.
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In summary, trademark reg�strat�on prov�des essent�al legal protect�on, enhances brand
recogn�t�on and trust, secures a compet�t�ve market pos�t�on, represents a valuable
bus�ness asset, and helps avo�d legal d�sputes, thereby contr�but�ng s�gn�f�cantly to a
bus�ness’s long-term success and growth. These benef�ts underscore the �mportance of
secur�ng trademark r�ghts for any bus�ness look�ng to establ�sh a strong and last�ng
market presence.

2. Select�ng a trademark.

Apply�ng for a trademark w�th the European Un�on Intellectual Property Off�ce, or EUIPO,
can be a lengthy process, �nvolv�ng tasks rang�ng from conduct�ng a trademark search
to address�ng oppos�t�ons and off�ce act�ons. Th�nk about partner�ng w�th a sk�lled
trademark lawyer from the start. Th�s doesn't just streaml�ne the process and boost
your approval odds, but �t also saves t�me, allow�ng you to concentrate on grow�ng your
bus�ness.

Apart from seek�ng ass�stance from a trademark lawyer, �t �s essent�al to perform a
thorough trademark search pr�or to subm�tt�ng your appl�cat�on to the EUIPO. The
reason for conduct�ng th�s trademark search �s to ver�fy that a comparable mark hasn't
been prev�ously reg�stered �n the European Un�on. Although the EU does not promptly
refuse marks resembl�ng reg�stered ones, �t can s�gn�f�cantly delay the process and
poss�bly result �n reject�on �f the or�g�nal trademark owner objects. Be�ng aware of
trademarks that are s�m�lar g�ves you the chance to adjust your mark before subm�tt�ng
your appl�cat�on and pay�ng the requ�red fees. Not f�n�sh�ng the search could ult�mately
result �n wast�ng both t�me and money.

A prec�se federal trademark search report w�ll d�splay any poss�ble confl�cts or
"l�kel�hoods of confus�on" that the USPTO exam�n�ng attorney w�ll take �nto account
when assess�ng your appl�cat�on. Follow�ng the exam�ner's f�rst assessment, they m�ght
conclude that the new trademark �s �nel�g�ble for reg�strat�on due to these confl�cts.
Conduct�ng a comprehens�ve search of the USPTO's database �s an essent�al f�rst step �n
any trademark clearance search.

The �n�t�al search of the federal trademark database �s commonly known as a “knock-
out-search,” as �t �s just a search for the spec�f�c trademark you want to reg�ster, to
check for any ex�st�ng matches. Regrettably, for numerous cand�dates, th�s �s the sole
�nvest�gat�on carr�ed out. In add�t�on to an �dent�cal match, the USPTO cons�ders var�ous
other factors when evaluat�ng whether a new appl�cat�on m�ght cause confus�on w�th an
ex�st�ng reg�strat�on. The rev�ew�ng attorney w�ll �nvest�gate all relevant categor�es for
related products and serv�ces, phonet�c or fore�gn language equ�valents, s�m�lar
commerc�al �mpacts, etc. to dec�de �f there �s a poss�b�l�ty of confus�on.

Project Number: 2023-1-TR01-KA210-YOU-000162088
Funded by the Erasmus+ Program of the European Un�on. However, European Comm�ss�on and Turk�sh Nat�onal Agency

cannot be held respons�ble for any use wh�ch may be made of the �nformat�on conta�ned there�n



Project Number: 2023-1-TR01-KA210-YOU-000162088
Funded by the Erasmus+ Program of the European Un�on. However, European Comm�ss�on and Turk�sh Nat�onal Agency

cannot be held respons�ble for any use wh�ch may be made of the �nformat�on conta�ned there�n

Below are some �nstances �n wh�ch the USPTO could deny a trademark request due to
the poss�b�l�ty of confus�on:

Phonet�c Equ�valents: Marks that sound the same phonet�cally w�ll be rejected by
the USPTO. (e.g., COCA-COLA versus KOKA-KOLA)
The USPTO w�ll reject trademarks that have �dent�cal mean�ngs but �n var�ous
languages. (e.g., APPLE versus MANZANA)
The USPTO w�ll reject marks w�th an �dent�cal commerc�al �mpact, even �f they
conta�n vary�ng words (for �nstance, HERE COMES THE SUN versus HERE IS THE
SUN).

Master�ng the search techn�ques needed to ant�c�pate potent�al confl�cts recogn�zed by
the USPTO requ�res years of pract�ce. Every brand could lead to d�fferent problems,
therefore �t �s necessary to spend hours carry�ng out a thorough search.

Follow�ng a federal trademark search, the subsequent step �nvolves search�ng through
each state government's trademark databases �nd�v�dually. Although a federal
trademark prov�des protect�on nat�onw�de, �nd�v�dual states have the�r own databases
that protect trademarks w�th�n the�r borders. Local bus�nesses may choose to only
subm�t a trademark appl�cat�on w�th�n the�r state, opt�ng out of a nat�onw�de federal
reg�strat�on. It's �mportant to conduct a state trademark search to see �f there �s a
comparable trademark on the state reg�ster w�th an earl�er �n-use date, g�v�ng them
pr�or�ty for use �n commerce. The state-reg�stered trademark would have the ab�l�ty to
cancel any federal reg�strat�on you get �f you make a pr�or�ty cla�m. Although state
trademark searches usually do not uncover many major confl�cts, a state level
reg�strat�on of a s�m�lar trademark can pose ser�ous �ssues down the l�ne, espec�ally
after you have already ded�cated resources to your bus�ness.

F�nally, common law trademark searches, wh�ch are cruc�al as they reveal �f a d�fferent
company has used the same trademark pr�or to your own use. Trademarks under
common law are not l�sted �n state or federal databases. Understand�ng common law
trademarks could save you a s�gn�f�cant amount of t�me and money spent on your
bus�ness. If you were to secure a federal trademark reg�strat�on and use your mark for a
couple of years, another company w�th a common law trademark could request to
�nval�date your reg�strat�on �f they had used �t before you.
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3. European trademark reg�strat�on.

To obta�n trademark r�ghts �n Europe, you can e�ther apply for a European Un�on
Trademark (EUTM) through the European Un�on Intellectual Property Off�ce (EUIPO) or
reg�ster a trademark at the nat�onal level �n �nd�v�dual countr�es. In order to reg�ster a
trademark �ns�de the European Un�on, there are some requ�rements and steps to follow:

Step one: Conduct a trademark search.

After select�ng a powerful brand name, you w�ll start the procedure of reg�ster�ng your
trademark �n the EU. The �n�t�al phase of th�s procedure �nvolves carry�ng out an
extens�ve trademark search. The purpose of th�s search �s to check �f a s�m�lar mark �s
already reg�stered �n the EU pr�or to start�ng the EUIPO appl�cat�on process. D�scover�ng
your trademark �s already reg�stered may be d�shearten�ng, but be�ng aware before
f�l�ng can save t�me and money, allow�ng for adjustments pr�or to appl�cat�on
subm�ss�on.

Ut�l�s�ng free and self-d�rected �nternet searches m�ght appear cost-effect�ve, but they
are not adv�sed. It �s probable that only prec�se matches to your trademark w�ll be
d�sclosed. The major�ty of confl�cts �nvolv�ng trademarks stem from marks that could
potent�ally cause confus�on �n the market, rather than be�ng �dent�cal to another mark.
Work�ng w�th a sk�lled trademark attorney �s recommended to prevent poss�ble reject�on
of an appl�cat�on or future legal �ssues.

Step two: F�le your trademark appl�cat�on w�th the EUIPO.

After complet�ng a thorough trademark search and f�nd�ng no matches, you can move
forward w�th subm�tt�ng your trademark appl�cat�on. You have the opt�on to do th�s
e�ther manually on paper or d�g�tally on the EUIPO's webs�te. Apply�ng electron�cally �s
generally s�mpler and less expens�ve, mak�ng �t the top cho�ce for those subm�tt�ng
appl�cat�ons globally.

The EUIPO prov�des a Qu�ck opt�on for reg�ster�ng trademarks. Fast Track appl�cat�ons
are typ�cally approved �n half the t�me compared to trad�t�onally f�led appl�cat�ons. To be
el�g�ble for Fast Track reg�strat�on, you need to make a payment �n advance. The test
w�ll start only after the payment has been completed. You also need to choose the
products or serv�ces to reg�ster from the EUIPO's Harmon�sed database of pre selected
and approved categor�es.



Step three: EUIPO �n�t�ates exam�nat�on per�od.

In the per�od of exam�nat�on, your trademark appl�cat�on w�ll be evaluated by an EUIPO
exam�ner. Approx�mately one month after subm�tt�ng your appl�cat�on, you w�ll be
contacted by the EUIPO w�th any concerns or �nqu�r�es that came up dur�ng the rev�ew
process. Th�s may be a worry about the class you choose, how you phrase �t, or the
un�queness of the trademark. After you have been g�ven th�s not�f�cat�on, you have a
per�od of two months to address any concerns and reply appropr�ately. If necessary, an
add�t�onal two-month per�od w�ll be prov�ded for you to get ready w�th your reply.

Step four: Publ�cat�on �n the EU Trademark Bullet�n.

After the test�ng phase, your trademark w�ll be �ncluded �n the EU Trademark Bullet�n.
W�th�n these three months, other trademark holders have the opportun�ty to exam�ne
your publ�cat�on. If they bel�eve that your trademark m�ght v�olate the�r current
trademark, they can subm�t an oppos�t�on. Once a protest �s subm�tted, your appl�cat�on
may exper�ence delays or be den�ed ent�rely. Oppos�t�on processes could extend for a
per�od of at least two years. Complet�ng a trademark search before f�l�ng your
appl�cat�on �s necessary due to the potent�al of fac�ng oppos�t�on.

Step f�ve: A trademark �s �ssued.

Once the publ�cat�on per�od �s over and no object�ons have been made, the EUIPO w�ll
proceed to grant approval for your trademark. Approx�mately s�x months follow�ng the
publ�cat�on of your mark �n the EU Trademark Bullet�n, you w�ll rece�ve a cert�f�cate of
reg�strat�on. As the holder of a trademark �n the EU, you are now ent�tled to legally
ut�l�se your mark �n any of the 28 member nat�ons. You have the opt�on to also show the
® symbol on your trademarked �tems, such as packag�ng, s�gns, and webs�tes.

Step s�x: Mon�tor and renew your trademark.

The EUIPO �ssues trademarks, but they do not oversee or enforce the�r usage. The
trademark owner �s respons�ble for that task. To ensure the un�queness and
management of your trademark, you need to oversee �ts usage �n the EU and enforce
legal measures as requ�red. Frequently, send�ng a cease-and-des�st letter �s suff�c�ent
to alert an �nfr�nger, however, �n some cases, legal measures are requ�red to halt the
unapproved usage of a trademark. Numerous trademark lawyers prov�de mon�tor�ng
serv�ces and can ass�st �n handl�ng legal d�sputes �f they occur.
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4. Ma�nta�n�ng trademark r�ghts.

S�m�lar to the U.S., the EUIPO �ssues trademarks w�thout check�ng the�r exclus�ve use.
The EU trademark owner �s accountable for th�s. To keep ownersh�p of your trademark
�n the European Un�on, �t �s necessary to mon�tor �ts usage and check for s�m�lar marks
�n the EU Trademark Bullet�n. If you come across others us�ng a s�m�lar mark, you
should th�nk about pursu�ng legal act�on. If the trademark appears �n the bullet�n,
subm�t an oppos�t�on to the EUIPO promptly. Add�t�onal legal act�on �s requ�red for
marks that are already be�ng used. Frequently, a cease-and-des�st letter �s suff�c�ent to
alert the offender, however, �n some cases further act�ons may be requ�red.

A trademark reg�stered �n the EU rema�ns val�d for a per�od of 10 years start�ng from the
�ssuance date. In order to keep your trademark reg�stered w�th the EUIPO, you need to
renew �t every 10 years. It �s the respons�b�l�ty of the trademark owner to renew, w�th no
warn�ngs or rem�nders as the renewal date nears. Make sure to stay aware of these
deadl�nes for renewal and start the process �n advance of the approach�ng due date.
Not meet�ng renewal deadl�nes may lead to the cancellat�on of your mark.

Obta�n�ng a trademark reg�strat�on w�th�n the European Un�on prov�des �mportant legal
safeguards across all 28 member nat�ons. If your cl�ents are �n France or your goods are
made �n Germany, �t could be benef�c�al to th�nk about gett�ng a European Un�on
trademark. Th�nk about h�r�ng a trademark lawyer to start off w�th a thorough
trademark search. Afterwards, subm�t your appl�cat�on to the EUIPO, and make sure to
address any not�f�cat�ons and challenges promptly. After your trademark �s granted, �t
w�ll not exp�re as long as you cont�nuously use �t exclus�vely and renew �t every decade.

5. Successful trademark strateg�es

5.1. Real-l�fe case stud�es

Marvel and DC Com�cs: they both have a strong �nfluence over the term 'superhero'. It
may come as a surpr�se, but the term "superhero" �s now a reg�stered trademark owned
by Marvel and DC Com�cs, and they act�vely take legal act�on aga�nst other com�c book
compan�es that use the term on the�r covers. Many v�ew th�s effort as bully�ng by two
major com�c book compan�es, yet no one has attempted to challenge the�r trademark of
the term "superhero." The �nd�e publ�shers and com�c book fans are def�n�tely feel�ng
�ncreased host�l�ty towards the two compan�es. Does th�s legal aggress�on just�fy the
host�l�ty and cost? Meanwh�le, refra�n from us�ng the term "superhero" �n the labell�ng of
your products or serv�ces, as Marvel and DC Com�cs could potent�ally br�ng legal act�on
aga�nst you.
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The Coca-Cola Company vs. Peps�Co: In the 1970s, Peps� launched the "Peps�
Challenge," a market�ng campa�gn that �nd�rectly targeted Coca-Cola’s brand by
compar�ng the two colas �n bl�nd taste tests. Wh�le th�s �s not a d�rect trademark
�nfr�ngement case, �t demonstrates the compet�t�ve market�ng strateg�es �nvolv�ng
trademarks.

Coca-Cola’s response focused on re�nforc�ng �ts brand �dent�ty and loyalty, �llustrat�ng
the �mportance of strong brand d�fferent�at�on. Also, engag�ng customers and
leverag�ng brand loyalty can be an effect�ve strategy to counter compet�t�ve challenges.

Apple Inc. vs. Samsung:
It �s well known that Apple and Samsung have been engaged �n a ser�es of h�gh-prof�le
legal battles over the �nfr�ngement of Apple's des�gn and ut�l�ty patents, trademarks,
and trade dress. Nonetheless, �t was Apple who won several cases, result�ng �n
substant�al damages awarded for Samsung's �nfr�ngement on �ts des�gn patents and
trademarks.

Th�s case emphas�ses the �mportance of secur�ng broad protect�on for all aspects of a
product, �nclud�ng des�gn, funct�onal�ty, and brand�ng. 

Ad�das vs. Forever 21:
Ad�das has long been assoc�ated w�th �ts �con�c three-str�pe des�gn, these str�pes are
not just a des�gn element but a symbol that consumers assoc�ate w�th the qual�ty and
reputat�on of Ad�das products. In 2017, Ad�das f�led a lawsu�t aga�nst Forever 21, a
popular fast-fash�on reta�ler, for trademark �nfr�ngement. Ad�das cla�med that Forever
21 was sell�ng apparel and footwear featur�ng str�pe des�gns that closely resembled �ts
protected three-str�pe trademark. Accord�ng to Ad�das, th�s use of s�m�lar str�pe
patterns was l�kely to cause consumer confus�on and d�lute the d�st�nct�veness of �ts
brand.

The case was eventually settled out of court, w�th Forever 21 agree�ng to stop us�ng the
d�sputed str�pe des�gns on �ts products. The terms of the settlement were not publ�cly
d�sclosed, but �t was a clear v�ctory for Ad�das, re�nforc�ng �ts comm�tment to protect�ng
�ts �con�c three-str�pe des�gn.
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Starbucks vs. Freddoc�no:
The term "Frappucc�no" �s a reg�stered trademark of Starbucks and represents a
spec�f�c l�ne of blended coffee dr�nks that have become synonymous w�th the brand. In
2013, an Ital�an coffee company sought to reg�ster the trademark "Freddoc�no" for �ts
own l�ne of cold coffee beverages. Starbucks opposed th�s reg�strat�on, argu�ng that the
name "Freddoc�no" was too s�m�lar to "Frappucc�no" and could cause consumer
confus�on due to the phonet�c and conceptual s�m�lar�t�es between the two names.

The case was brought before the European Un�on Intellectual Property Off�ce (EUIPO),
wh�ch �n�t�ally s�ded w�th Starbucks. The European General Court ruled �n favour of
Starbucks, aff�rm�ng the d�st�nct�veness and protect�on of the "Frappucc�no" trademark.

5.2. Best pract�ces for when you have your trademark.

When �t comes to the best pract�ces when you have your trademark r�ghts, here you
have them:

Enroll�ng and safeguard�ng w�dely: enrol trademarks �n every appl�cable jur�sd�ct�on
and th�nk about safeguard�ng var�at�ons and assoc�ated marks. Use global
protect�on through �nternat�onal agreements such as the Madr�d Protocol.
Mon�tor and uphold r�ghts: always oversee the market for poss�ble v�olat�ons. H�re
mon�tor�ng serv�ces and promptly pursue legal measures aga�nst bad usage �n order
to uphold the power of the trademark.
Educate stakeholders, �nclud�ng employees, partners, and l�censees, on the proper
use of the trademark to uphold �ts un�queness and legal safeguards.
Keep records accurate by updat�ng reg�strat�on �nformat�on and regularly renew�ng
trademarks to prevent gaps �n protect�on.
Be ready to adjust trademark strateg�es �n response to market changes, such as
keep�ng up w�th d�g�tal and soc�al med�a mon�tor�ng.
Rece�ve legal and strateg�c counsel from trademark attorneys frequently to handle
legal challenges, oversee global portfol�os, and create enforcement plans.
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Hav�ng trademark r�ghts necess�tates �mplement�ng a thorough and proact�ve strategy
to safeguard and uphold these assets. Reg�ster�ng trademarks �n all relevant
jur�sd�ct�ons �s a cruc�al measure to protect your brand from �nfr�ngement worldw�de.
Us�ng �nternat�onal agreements such as the Madr�d Protocol can make th�s process
more eff�c�ent by enabl�ng reg�strat�on �n several countr�es at the same t�me. Moreover,
�t �s prudent to take �nto account d�fferent vers�ons and related logos, mak�ng sure that
every aspect of your brand �s safeguarded. Th�s extens�ve protect�on strategy needs to
�nvolve ongo�ng mon�tor�ng of the market to �dent�fy poss�ble v�olat�ons. Hav�ng
profess�onal mon�tor�ng serv�ces can qu�ckly detect unauthor�sed use of your
trademark, allow�ng you to promptly take legal act�on. Th�s helps protect the �ntegr�ty of
your brand and d�scourages poss�ble v�olators from break�ng the rules �n the future.

Another cruc�al aspect of safeguard�ng your brand's �ntegr�ty and legal protect�on �s
educat�ng stakeholders on the correct usage of trademarks. It �s �mportant for
employees, partners, and l�censees to fully understand the gu�del�nes on how to use the
trademark �n order to prevent any m�suse that may d�m�n�sh �ts d�st�nct�veness. It �s
�mportant to regularly update reg�strat�on �nformat�on and renew trademarks �n order to
ma�nta�n cont�nuous protect�on. In l�ght of the constantly chang�ng market dynam�cs,
espec�ally w�th the emergence of d�g�tal and soc�al med�a platforms, �t �s essent�al to
adjust your trademark strateg�es accord�ngly. Keep�ng up w�th these trends w�ll ass�st
you �n enhanc�ng the protect�on of your brand �n the ever-chang�ng marketplace. F�nally,
�t �s �ncred�bly valuable to seek cons�stent adv�ce from trademark lawyers. These
experts are capable of offer�ng strateg�c gu�dance, address�ng legal �ssues, oversee�ng
worldw�de trademark portfol�os, and creat�ng strong enforcement strateg�es to
safeguard and enhance your brand's value over t�me

Project Number: 2023-1-TR01-KA210-YOU-000162088
Funded by the Erasmus+ Program of the European Un�on. However, European Comm�ss�on and Turk�sh Nat�onal Agency

cannot be held respons�ble for any use wh�ch may be made of the �nformat�on conta�ned there�n



Word Marks Des�gn Marks Serv�ce Marks Sound Marks

Colour Marks Mot�on Marks Scent Marks -
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INSTRUCTIONS: 
For th�s act�v�ty, you w�ll be prov�ded w�th a l�st of famous brands known all around the
world. You w�ll have to class�fy them �nto the r�ght category and expla�n the reason for
your cho�ce. Somet�mes one brand can be �ncluded �n more than one category, you just
have to just�fy your response. The categor�es are:

LEARNING ACTIVITIES

The l�st of brands �s the follow�ng:

     1. Coca Cola
     2. Apple
     3. FeDex
     4. Starbucks
     5. P�xar
     6. M�crosoft
     7. Decathlon
     8. N�ke

9. Ryana�r
10. Metro Goldwyn Mayer
11. Play-Doh
12. Amazon
13. Chanel nº5
14. Burger K�ng
15. D�sney
16. Netfl�x

NOTE: 
In the case there �s a brand for wh�ch you need more �nformat�on because you don't
know �t or you need to know more about �t, you can search the �nternet and f�nd out
more before putt�ng �t �nto a category. 



1. What �s a pr�mary benef�t of reg�ster�ng a trademark?

A. It allows unl�m�ted use of the trademark worldw�de w�thout renewal.
B. It grants exclus�ve r�ghts to use the mark �n connect�on w�th the reg�stered goods or
serv�ces.
C. It automat�cally protects the mark �n all �nternat�onal markets.
D. It el�m�nates the need for mon�tor�ng the trademark's use.

2. Wh�ch of the follow�ng �s NOT a type of trademark?

A. Word Mark
B. Sound Mark
C. Pos�t�on Mark
D. Serv�ce Mark

3. What symbol can you use to denote a reg�stered trademark?

A. ©
B. ™
C. ®
D. ℠

4. Dur�ng wh�ch stage of the EU trademark appl�cat�on process can other trademark
owners oppose your appl�cat�on?

A. F�l�ng the Appl�cat�on
B. Exam�nat�on Per�od
C. Publ�cat�on �n the EU Trademark Bullet�n
D. After Issuance

5. How often must a trademark be renewed to ma�nta�n �ts reg�strat�on �n the EU?

A. Every 5 years
B. Every 10 years
C. Every 15 years
D. Every 20 years
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EVALUATION QUESTIONS
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